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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply : 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING QATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (8) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

: 1)12 : Responsive to communication(s) filed on . 

2a)EJ This action is FINAL. 2b)El This action is non-final. 

3) D Sihce this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-12 is/are pending in the application. 
. 4a) pf the above claim(s) is/are withdrawn from consideration. 

5) Q; CfaM s )_ is/are allowed. * 

6) E3 Ctaim(s) 1^12 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) £3 The specification is objected to by the Examiner 

10) QThe brawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

• ■- ." 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (fj- 
a)D AJI : b)D Some * c)D None of: 

:\ 1 P ; Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the'certified copies not received. 

• * * 

Attachments) ; 

1) S Notice oif References Cited (PTO-892) 4) □ Interview Summary (PT0413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 > □ Notice of Informal Patent Application 
Paper No(s)/Mall Date . 6) □ Other . 

U.S. Patent and TrBttemsrt Office _ •'- '"* - ~ — — 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20071 126 
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DETAILED ACTION 

. * | \ /• • 

This action is in response to papers filed on April 18, 2004. 

* 

k 

Claims 1-12 are pending. 



Claims 1-12 are rejected. 



Specification 



1: j The abstract of the disclosure is objected to because the abstract must be a brief 
narrative of the disclosure in a single paragraph of a150 words or less.. Correction is 
required. See MPEP § 608.01(b). 

Content of Specification 



i{a) Title of the Invention : See 37 CFR 1 .72(a) and MPEP § 606. The title of 
the invention should be placed at the top of the first page of the 
specification unless the title is provided in an application data sheet. The 
title of the invention should be brief but technically accurate and 
descriptive, preferably from two to seven words may not contain more 
than 500 characters. 

* 

<b) Cross-References to Related Applications : See 37 CFR 1.78 and MPEP 
§201.11. 

(c) Statement Regarding Federally Sponsored Research and Development : 
See MPEP §310. 

(d) The Names Of The Parties To A Joint Research Agreement : See 37 CFR 
1.71(g). 

■ ♦ 

(e) Incorporation-Bv-Reference Of Material Submitted On a Compact Disc: 
The specification is required to include an incorporation-by-reference of 
electronic documents that are to become part of the permanent United 
States Patent and Trademark Office records in the file of a patent 
application. See 37 CFR 1.52(e) and MPEP § 608.05. Computer 
program listings (37 CFR 1 .96(c)), 'Sequence Listings" (37 CFR 1 .821 (c)), 
and tables having more than 50 pages of text were permitted as electronic 
documents on compact discs beginning on September 8, 2000. 
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(f) Background of the Invention : See M PEP § 608.01(c). The specification 
should set forth the Background of the Invention in two parts: 

» 
* 

w 

(1) Field of the Invention : A statement of the field of art to which the 
invention pertains. This statement may include a paraphrasing of 
the applicable U.S. patent classification definitions of the subject 
matter of the claimed invention. This item may also be titled 
"Technical Field." 



(2) Description of the Related Art including information disclosed under 
! • 37 CFR 1 .97 and 37 CFR 1 .98 : A description of the related art 

known to the applicant and including, if applicable, references to 
specific related art and problems involved in the prior art which are 
solved by the applicants invention. This item may also be titled 
"Background Art." 

(g) Brief Summary of the Invention : See MPEP § 608.01(d). A brief summary 
or general statement of the invention as set forth in 37 CFR 1 .73. The 
summary is separate and distinct from the abstract and is directed toward 
the invention rather than the disclosure as a whole. The summary may 
point out the advantages of the invention or how it solves problems 
previously existent in the prior art (and preferably indicated in the 
Background of the Invention). In chemical cases it should point out in 
general terms the utility of the invention. If possible, the nature and gist of 
the invention or the inventive concept should be set forth. Objects of the 
invention should be treated briefly and only to the extent that they 
! : • contribute to an understanding of the invention. 
?(h) Brief Description of the Several Views of the Drawing(s) : See MPEP § 
608.01 (f). A reference to and brief description of the drawing(s) as set 
forth in 37 CFR 1.74. 

(i) Detailed Description of the Invention : See MPEP § 608.01(g). A 

description of the preferred embodiment(s) of the invention as required in 
37 CFR 1 .71 . The description should be as short and specific as is 
! : necessary to describe the invention adequately and accurately. Where 
elements or groups of elements, compounds, and processes, which are 
conventional and generally widely known in the field of the invention 
described and their exact nature or type is not necessary for an 
understanding and use of the invention by a person skilled in the art, they 
should not be described in detail. However, where particularly 
complicated subject matter is involved or where the elements, 
compounds, or processes may not be commonly or widely known in the 
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field, the specification should refer to another patent or readily available 
publication which adequately describes the subject matter. 

,0) Claim or Claims : See 37 CFR 1.75 and MPEP § 608.01 (m). The claim or 
claims must commence on separate sheet or electronic page (37 CFR 
1 .52(b)(3)). Where a claim sets forth a plurality of elements or steps, each 
element or step of the claim should be separated by a line indentation. 
There may be plural indentations to further segregate subcombinations or 
related steps. See 37 CFR 1.75 and MPEP § 608.01 (i)-(p). 

(k) Abstract of the Disclosure : See MPEP § 608.01(f). A brief narrative of the 
disclosure as a whole in a single paragraph of 150 words or less 
commencing on a separate sheet following the claims. In an international 
application which has entered the national stage (37 CFR 1 .491 (b)), the 
applicant need not submit an abstract commencing on a separate sheet if 
an abstract was published with the international application under PCT 
Article 21 . The abstract that appears on the cover page of the pamphlet 
published by the International Bureau (IB) of the World Intellectual 
Property Organization (WIPO) is the abstract that will be used by the 
USPTO. See MPEP § 1893.03(e). 



(I) Sequence Listing. See 37 CFR 1.821-1.825 and MPEP 2421-2431. 
The requirement for a sequence listing applies to all sequences disclosed 
in a given application, whether the sequences are claimed or not. See 
MPEP §2421.02. 

Claim Rejections - 35 USC §112 

2 ; The following is a quotation of the first paragraph of 35 U.S. C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



3; i }\ Claims 1-12 rejected under 35 U.S.C. 112, first paragraph, as failing to comply 



■ 

»' ! 



with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
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4. The examiner is undable to determine what is being claimed as a whole and how 

* 

the intended invention is accomplished. As claimed one of ordinary skill in the art would 
be unable to make and/or use the claimed invention to yield the same repeatable 

• * * * 

* : 

results. By way of example the examiner will attempt to identify what is not enable or 

» 

known how to produce. The claims discuss sending envelop for transcript information, 
the examiner is unable to determine what constitutes "envelop"; the examiner is unable 
to determine what the "possible roles" of all users involved and how the users rolls are 

\ :: . • i r."i... : 

determined. 

> . 

■ 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
: claiming the subject matter which the applicant regards as his invention. 

6. ; Claims 1-12 are rejected as failing to define the invention in the manner required 

* .■• ■ ; 'l 

i 

by 35 U.S.C. 112, second paragraph. 

The claim(s) are narrative in form and replete with indefinite and functional or 
operational language. The structure which goes to make up the device must be clearly 

t » 

and! positively specified. The structure must be organized and correlated in such a 

■ 

manner as to present a complete operative device. The claim(s) must be in one 

sentence form only. Note the format of the claims in the patent(s) cited. 

7. 

Claim Rejections - 35 USC § 101 

t 

8 ; 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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9. ; 

10. Claims 1-12 are rejected under 35 U.S.C. § 101 because the claimed invention is 
directed to non-statutory subject matter. 

; ; 35 USC 101 requires that in order to be patentable the invention must be a "new 

• - i • ^. ■ _ 

and: useful process, machine, manufacture, or composition of matter, or any new and 
useful improvement thereof 1 (emphasis added). Applicant's claims mentioned above 
are intended to embrace or overlap two different statutory classes of invention as set 
forth in 35 USC 101. The claims begin by discussing a method and system (ex. 
preamble of claim 1), the body of the claim discusses the specifics of the system of the 
servers and hosts, and subsequently the claim then deals with the specifics of a method 
(the steps) issuers/reviewers (see above rejection of claims under 35 USC 112, second 
paragraph, for specific details regarding this issue). "A claim of this type is precluded by 

i . ••• 

the express language of 35 USC 101 which is drafted so as to set forth the statutory 
classes of invention in the alternative only", Ex parte Lvell (17 USPQ2d 1548). 

11. ""THE EXAMINER NOTES THAT A REJECTION OF PRIOR ART IS BEING 

• » 

APPLIED AS BEST UNDERSTOOD BY THE EXAMINER IN VIEW OF THE 

. • j. <> 

NUMEROUS REJECTIONS AND OBJECTIONS OF THE CLAIMS AS THEY 
CURRENTLY STAND*** 

Claim Rejections - 35 USC § 102 

■ | *' (e) the invention was described in (1) an application for patent, published under section 122(b), by . 
; : another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Application/Control Number: Page 7 

10/709,161 

Art Unit: 3629 



i ■, 
t 

i 
t 



i 



12. Claims 1-12 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent Publication 20050120217; Fifield et al; Apparatus, System and Method for 
Electronically Signing Electronic Transcripts. Hereinafter referred to as Fifield. 



* ♦ » 



13. : As to clam 1 Fifield teaches a system and Method for creating and submitting 

': '•' '!•'.?•• 

transcript files for certification and signing(Pg. 2 25-26). 

14. As to claims 2, 6 and 10 Fifield teaches submitting the transcript via a tamper 
proof envelop linking the document to the account(Pg. 4 U 43). 

15. : < As to claim 3 Fifield teache transcript submission and verification guaranteeing 



the identify of the user of the transcript(Pg.5 U 52-53). 

16. As to claim 4 Fifield teaches assigning roles to the users of the system at 

registration(Pg. 43 1J35-36). 

17: j : As to claims 5 and 7 Fifield teaches a user creating a transcript and submitting 



the transcript to someone other than the creator(PG. 4 U 42). 

1 8. As to claims 8-9 Fifield teaches sending a transcript to a view in response to the 
request from the viewer(Pg. 7 1J67). 



19 



As to claim 1 1 Fifield teaches notarization of the transcript by a court 



reporter(Pg. 34 1J 43). 

20. As to claim 1 2 Fifield teaches assigning public and private keys to a 



transcript(Pg. 7 U 64 and 70)/ 



Conclusion 



21. An examination of this application reveals that applicant is unfamiliar with patent 
prosecution procedure. While an inventor may prosecute the application, lack of skill in 



1 ;-. 
i 
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this 'field usually acts as a liability in affording the maximum protection for the invention 
disclosed. Applicant is advised to secure the services of a registered patent attorney or 
agent to prosecute the application, since the value of a patent is largely dependent upon 
skilled preparation and prosecution. The Office cannot aid in selecting an attorney or 




A listing of registered patent attorneys and agents is available on the USPTO 
Internet web site http://www.uspto.gov in the Site Index under "Attorney and Agent 
Roster." Applicants may also obtain a list of registered patent attorneys and agents 

■ ■ * 

located in their area by writing to the Mail Stop OED, Director of the U. S. Patent and 

: 

Trademark Office, PO Box 1450, Alexandria, VA 22313-1450 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Traci L. Casler whose telephone number is 571-272- 
6809: The examiner can normally be reached on Monday-Thursday 6:00 am-4:30 pm. 

l' * ■ ..("!. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
piat^ntiApplication Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

• l •. 
i . 

)'■.'■'..' 

you; have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 
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